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REMARKS 

Claims 1-40 are currently pending in the subject application, and are presently 
undfer consideration. Claims 1 -1 5 are allowed. Claims 1 6-1 8, 20-24, 26-29 and 31-39 
are rejected. Claims 19, 25, 30 and 40 have been indicated as allowable If rewritten in 
inde pendent form including all of the limitations of the base claim and any intervening 

claims. Claims 16, 17, 19-22, 28, 34, 35, 38 and 40 have been amended herein and 

\ 

claim 33 has been cancelled. 

} 

| Favorable reconsideration of the application is requested in view of the 
amendments and comments herein. 

I. | Rejection of Claims 16. 18. 20-24. 26-29 and 31-39 U nder 35 U.S.C. $102 

I Claims 16,18, 20-24, 26-29 and 31 -39 stand rejected under 35 U.S.C. §1 02 as 
beiipg anticipated by U.S. Patent No. 5,640,679 to Lundqvist, et al. ("Lundqvist-). v • 
Withdrawal of this rejection is respectfully requested for at least the following rSasonsn 

1 Regarding claim 16, this claim has been amended to incorporate selected f • ' • 
suoject matter set forth in combinations of claims 22 and 23. The Office Action 
corjtends that Lundqvist discloses the system of claim 22 and cites generally to Col. 5, 
linef 42, through Col. 6, line 63, and FIGS. 3 and 5 of Lundqvist to support rejections for 
claiins seemingly relevant to amended claim 16. In particular, the Office Action alleges 
that the ability of a base station master controller (MSC) to control the base stations and 
to transmit handoff commands corresponds to what is being recited in claims 22 and 23. 
In contrast to this assertion, however, Lundqvist fails to teach or even suggest that the 
MS|D provides a contingency plan to each of the base stations that might infoqm a give,n 
mobi.le unit of at least one selected secondary BTS to communicate with in the^ejent^ 
the'mobile unit loses contact with the primary BTS. In fact, the language in the Office 
Action in which the MSC can "continuously control" base stations demonstrates the . 
absence of a contingency plan being provided. Additionally, the contingency plan 
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recited In amended claim 1 6 specif ically informs a given mobile unit of one or more 
selected secondary BTS to communicate with in the event the mobile unit loses contact 
withkhe primary BTS. In sharp contrast, the approach in Lundqvist teaches no such 
infoifmation provided by the MSC, but instead, as stated in the Office Action, provides 
for continual control and "transmits handoff commands to base stations for assigning 
the inobile terminals." See Office Action at page 4. That is, Lundqvist provides for no 
plarj that informs a mobile unit of what to do in the event contact is lost with its^primaif ' : 
BTS, but instead would implement handover by the continuous control and cdfrtmahds 
thatfcan be provided (none of which includes a plan as recited in amended clafm 1 6). -00 
ForWse reasons, amended claim 16 is not anticipated by Lundqvist and its allowance 
is respectfully requested. Reconsideration and allowance of dependent claims 17, 22- 
24, ^6 and 28 are also respectfully requested for at least these reasons and for the 
specific elements recited in such claims. 

j Additionally, claims 1 8, 20, 21 and 27 have been amended to depend from claim 
19, Which has been indicated as being allowable. Claim 19 has been amended into 
independent form, including the subject matter of original claim 16. Accordingly, claim 

1 9 and claims 1 8, 20, 21 and 27 depending therefrom are allowable and their allowance 

, ...... .j 

is respectfully requested. iV^ahiis 

| Claim 22 has been amended to be consistent with the amendment to claim Jfi^ 
Additionally, regarding claim 22, similar to as discussed above with respect to claim .1 6, 
Lundqvist fails to disclose the contingency plan that is provided by the controller in claim 
22.' That is, the continual control and transmission of handoff commands mentioned in 
the f Office Action are not disclosed as any plan and further fail to represent instruction 
that enable handover to a secondary BTS that is identified in the contingency plan. 

Claim 28 has been amended to correct a typographical error. Regarding claim 
28;|the Office Action contends that the subject matter is taught by Lundqvist for the 
saijie reasons as discussed with respect to claims 21 and 23. However, claim 28 . . ^ 
recites structural and functional interrelationships (in a means plus function format) h& 
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recited in claims 21 and 23, such that grounds for rejection of claim 28 fail to ^se^iat 
primja facie case of unpatentability. Additionally, claim 28 should be patentable for the 
reasbns discussed above with respect to amended claim 16, since Lundqvlst fails to 
teac i a controller (as in claim 28) that includes means for providing a plan to a mobile 
unit, which plan includes a contingent carrier for the mobile unit to switch to in the event 
of afcarrier loss. Moreover, both the rejection and Lundqvist are deficient as to any 
teaching of means for assigning a contingent BTS to the mobile unit for communicating 
withlthe mobile unit on the contingent carrier that is part of the plan provided to the 
mobjile unit. The absence of the use of a plan, as recited in claim 28, becomes evident .. 
wheh considered in view of the purpose of the teachings of Lundqvist; namely^o ■• 
det4rinine and compensate for time shift when implementing handover - not ajiew-^ 
approach for implementing handover as in the present application. Reconsideration y , • 
andfallowance of claim 28 are respectfully requested. Claims 29, 31 and 32 are 
patentable for at least the same reasons as claim 28 and for the specific features 
recited in such dependent claims. 

| Claims 34, 35 and 38 have been amended to depend from claim 40, which the 
Office Action has indicated as being allowable. Claim 40 has been amended into 
independent form, including the subject matter of original claim 33. Accordingly, claim 
40 and claims 34, 35, 36, 37, 38 and 39 depending therefrom are allowable, and their 
allowance is respectfully requested Additionally, claim 38 is patentable for substantially 



the Lame reasons discussed above with respect to claim 28. 



{ For the reasons described above, claims 16,18, 20-24, 26-29 and 31 -3jp 
patentable over the cited art. Accordingly, withdrawal of this rejection is respectfully 
reqiiested. 
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Rejection of Claim 17 Under 35 U. S.C. S1 03(a) 

Claim 17 stands rejected under 35 U.S.C. §103(a) as being unpatentable over ;. / 

Lundqvist in view of U.S. Publication No. 2001/0024430 to Sekine, et al. {"SeKipe^). 

Withdrawal of this rejection is respectfully requested for at least the following #asons.; . 

J ' 
j Claim 17 has been amended to correct a typographical error. Sekine fails to 

makt up for the deficiencies of Lundqvist discussed above with respect to claim 16, 
such that claim 17 is also allowable. For the reasons described above, claim 17 should 
be patentable over the cited art. Accordingly, withdrawal of this rejection is respectfully 
requested. 



111. | Allowable subject matter 

Applicant notes with appreciation the allowance of claims 1-15. Claims ~1| f 25, 
30 and 40 have also been indicated as allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. As 
suggested in the Office Action, Applicant has amended claims 19 and 40 to 
independent form including all of the limitations of the base claim and any intervening 
claims, as suggested in the Office Action. Other claims indicated as containing 
allowable subject matter are also allowable as they depend from allowable claims as 
discjussed above. Allowance of claims 19 and 40 and claims depending therefrom is 
respectfully requested. 



IV. 



tha 



CONCLUSION 

In view of the foregoing amendments and remarks, Applicant respectfully submits, 
the present application is in condition for allowance. Applicant respectfully requests 
reconsideration of this application and that the application be passed to issue. 
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| If the Examiner has any questions or if the Applicant or its representative can 
of arly assistance in connection with prosecution of this application, the Examiner is 
invited and encouraged to contact the undersigned at the number identified below. 

i Submitted herewith is a check for payment of three additional independent 
clainjis. No other fees should be due for this amendment and response; however, 
please charge any deficiency or credit any overpayment in the fees for this amendrr 
to oi^r Deposit Account No. 20-0090. .:t 




Respectfully submitted, 



Gary J. Pitzer 
Registration No. 39,334 



Customer No.: 26,294 



TAR0LLI, SUNDHEIM, COVELL, & TUMMINO LLP. 

1 3b 3 East Ninth Street, Suite 1 700 
Cl^/eland, Ohio 44114 
Phdne: (216) 621-2234 

Fax! (216)621-4072 
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